The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of the
Boar d.

Paper No. 9

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte DALE K WHEELER, ROBERT G MOORES, JR
and
RI CHARD T. WALTER

Appeal No. 2001-0119
Application No. 09/281, 870

ON BRI EF

Before KIM.I N DELMENDO, and PAW.| KOASKI, Adnmi nistrative Patent
Judges.

DELMENDO, Adni ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal under 35 U S.C. § 134 from
the exam ner’s final rejection of clains 68 through 99, which are
all of the clainms pending in the above-identified application.*

The subject matter on appeal relates to a cordless (battery-
oper ated) device such as a power tool or kitchen appliance.

(Specification, page 1, lines 7-9.) Further details of this
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t hat the amendnent has not been clerically entered. |In the event
of further prosecution, we trust that the examner will attend to
this matter.
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appeal ed subject matter are recited in illustrative claim68
r epr oduced bel ow:

68. A cordl ess device conprising:

a housi ng;

a cavity within said housing;

a receptacle disposed in said cavity;

a battery pack electrically connected to the
receptacle, the battery pack conpri sing:

a cell;

a casing carrying the cell and having a front end;
and

a retaining neans di sposed at the front end of the
casing for retaining the cell within the casing;

wherein at | east one of the receptacle and the
battery pack have a first round termnal, and the other
of the receptacle and the battery pack have a first
connecting termnal for contacting the first round
term nal; and

at | east one of the receptacle and the battery
pack have a second round term nal, and the other of the
receptacle and the battery pack have a second
connecting termnal for contacting the second round
t erm nal

said first round termnal and first connecting
termnals and said second round term nal and second
connecting termnal being matable in any angul ar
orientation of the battery pack.

The examiner relies on the following United States patent as
evi dence of unpatentability:

VWheel er et al. 5, 489, 484 Feb. 6, 1996
(Wheel er)

Clains 68 through 99 on appeal stand rejected under the
judicially created doctrine of obviousness-type doubl e patenting
as unpatentabl e over clainms 32 through 46, 56 through 63, 66
t hrough 68, and 71 through 75 of the Weeler patent. (Examner’s

answer, pages 3-5.)



Appeal No. 2001-0119
Application No. 09/281, 870

W affirmthis rejection based on the exam ner’s cogent and
wel | -reasoned anal ysi s.

The appel |l ants concede that the exam ner’s doubl e patenting
rejection has substantive nerit. (Appeal brief filed Feb. 16,
2000, paper 7, page 10.) The appellants further admt that no
termnal disclainmer, nuch less a termnal disclainer in
conpliance with 37 CFR 8§ 1.321 (1996), has been filed in the
present application.

Under these circunstances, we nust uphold the exam ner’s
rejection because the appellants (1) failed to rebut the

examner’s prim facie case of obviousness-type double patenting

w th any argunent and/or evidence in support of nonobvi ousness
and (2) failed to file any term nal disclainer.

The appellants’ posture in this appeal is that only a
limted termnal disclainer (i.e., a termnal disclainer that
does not include a disclainmer of any portion of the termof any
patent issuing fromthe present application) should be necessary
to obviate the exam ner’s obvi ousness-type doubl e patenting
rejection because, under 35 U S.C. § 154(a)(2)(2002), any patent
issuing fromthe present application will necessarily expire on
the same day as the \Weeler patent. (Appeal brief, pages 10-15.)
We decline, however, to issue an advi sory opinion based on

hypot hetical facts not properly before us. As we discussed



Appeal No. 2001-0119
Application No. 09/281, 870

above, no term nal disclainer has been filed in this case.
Accordingly, there is no need for us to decide whether a
hypothetical “limted termnal disclainmer” would be sufficient to
overcone the examner’s rejection or, for that nmatter, decide
whet her we even have any authority to invalidate a regulation
pronul gated by the Director through proper rul emaking procedures.
For these reasons and those set forth in the answer, we
affirmthe examner’s rejection under the judicially created
doctri ne of obviousness-type doubl e patenting as unpatentable
over clainms 32 through 46, 56 through 63, 66 through 68, and 71
t hrough 75 of the Wheel er patent.

The deci sion of the examner is affirned.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

AFFI RVED
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